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Sir(s)/Madam(s): 

The present Pre-Appeal Brief Request is submitted in response to the Final Office Action 
that was mailed on September 11, 2008 and the Advisory Action that was mailed on December 
5, 2008 in connection with the above-identified application. A Notice of Appeal has been filed 
concurrently herewith. Claims 6-12 and 19-28 are currently pending. 

In the Final Office Action, Claims 6, 19, 20, and 26 were rejected under 35 U.S.C. 
§ 102(b) as being anticipated by U.S. Patent No. 5,839,639 to Sauer et ah ("Sauer"). This 
rejection was maintained in the Advisory Action. 
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The Examiner's argument relies upon Sauer's handle housing 12 for disclosure of both 

the "housing" of the "vacuum device" and the "vacuum chamber" recited in independent claim 

6 1 . Applicants respectfully submit, however, that a single element of Sauer cannot properly be 

relied upon for the disclosure of two separate and distinct elements of the "surgical stapling 

apparatus and vacuum system" recited in the claims. This is particularly true when the recited 

elements differ greatly in structure and function, i.e., the recited "housing" constitutes a 

component of the structure effectuating the creation of a vacuum, whereas the recited "vacuum 

chamber" provides an internal space that can be depressurized upon the connection of a vacuum 

source 2 . Accordingly, and without acknowledging the accuracy or propriety of the Examiner's 

analogies, Applicants respectfully submit that Sauer is either devoid of the recited "housing" of 

the "vacuum device" or the recited "vacuum chamber." In either scenario, Applicants 

respectfully submit that the Examiner's rejection fails to establish a prima facie case of 

anticipation under 35 U.S.C. § 102(b). 

Moreover, Applicants draw attention to the fact that "housing" of the "vacuum device" is 
recited as defining, at least partially, the recited "vacuum chamber." Given the Examiner's 
characterization of Sauer's handle housing 12 as both the recited "housing" of the "vacuum 
device" and the "vacuum chamber," upholding the Examiner's rejection would be tantamount to 
an endorsement of the statement that Sauer's handle housing 12 defines the handle housing 12, 



1 See Final Office Action, page 2. 

2 See, e.g., page 1 1, line 16 - page 12, line 10. 
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Additionally, the Examiner's argument relies upon Sauer's air delivery tube 60 for 

disclosure of both the "at least one aperture" included in the "shell assembly" and the "at least 

one vacuum tube" recited in independent claim 6 3 , again relying upon a single element of Sauer, 

i.e., the air delivery tube 60, for the disclosure of two separate and distinct elements of the 

"surgical stapling apparatus and vacuum system" recited in the claims. Accordingly, and 

without acknowledging the accuracy or propriety of the Examiner's analogies, Applicants 

respectfully submit that Sauer is also devoid of either the recited "at least one aperture" included 

in the "shell assembly" or the "at least one vacuum tube," and therefore, that the Examiner's 

rejection fails to establish a prima facie case of anticipation under 35 U.S.C. § 102(b). 

In view of these deficiencies in the Examiner's argument, Applicants respectfully submit 
that the rejection of Claims 6, 19, 20, and 26 under 35 U.S.C. §102(b) is legally insufficient, and 
therefore, that the rejection cannot be properly maintained. 

Furthermore, Applicants draw attention to the disclosure in Sauer indicating that the 
"vacuum passage 58 . , . extends between the vacuum connection port 24" and that the "air 
delivery tube 60," which "provide[s] a source of vacuum or suction to the collapsible anvil 
assembly 20," (col. 7, lines 28-33), and that once a source of vacuum is connected to the 
vacuum connection 24 and turned on, "it creates a source of vacuum through vacuum passage 
58 and thus through air delivery tube 60." (Col. 9, lines 63-64). Thus, the created vacuum 
extends from the source to the anvil assembly 20 through the vacuum passage 58 and the air 
delivery tube 60 . None of these components, i.e., neither the vacuum passage 58 nor the air 

3 At page 2 of the Final Office Action, the Examiner states that "the at least one aperture 60 is positioned within the 
vacuum chamber" and that the u at least one vacuum tube 60, 70 has a first end 60 positioned within the vacuum 
chamber and a second end 70 positioned within an inner chamber of the shell assembly 18." 
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delivery tube 60 includes any perforations, apertures, or other structure that would increase the 
size of the space being depressurized. Accordingly, Applicants respectfully submit that 
proximally of the anvil assembly 20, the vacuum exists solely within the confines of the 
vacuum passage 58 and the air delivery tube 60, and as such, that the only structure in Sauer 
possibly comparable to the recited "vacuum chamber" lies within and between the vacuum 
connection port 24, the vacuum passage 58, and the air delivery tube 60. However, as can 
clearly be appreciated through reference to FIG. 2 of Sauer, this structure is not defined 
between the handle housing 12 and the outer tube 18, which were respectively characterized by 
the Examiner as the "housing" of the "vacuum device" and the "shell assembly" recited in the 
claims. Therefore, Applicants respectfully submit that Sauer fails to disclose, or even suggest, 
"a vacuum device including a housing . . . positioned about at least a portion of the shell 
assembly of the surgical stapling apparatus to define a vacuum chamber," as recited in 
independent Claim 6. In contrast, Sauer's instrument merely has a central bore 1 14 in anvil 
shaft 70 and vacuum holes 1 12 which radiate outwardly from central bore 1 14. 

Applicants also request reconsideration of the arguments presented in the Amendment 
dated November 12, 2008 that was filed in response to the Final Office Action. Specifically, 
Applicants maintain that the Examiner's arguments mischaracterize the outer tube 18 of 
Sauer's applicator 10, the disclosed cartridge housing 23, and the handle housing 12 4 . 
Additionally, Applicants maintain that Sauer also fails to disclose "at least one vacuum tube 
having a first end positioned within the vacuum chamber and a second end positioned within an 
inner chamber of the shell assembly." 5 

4 See Amendment of November 12, 2008 at page 9. 

5 See Amendment of November 12, 2008 at pages 9-10. 
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For at least these reasons, inter alia, Applicants respectfully submit that Sauer fails to 
disclose each and every element recited in Claims 6, 19, 20, and 26. Therefore, Applicants 
respectfully submit that Sauer fails to anticipate Claims 6, 19, 20, and 26, and thai these claims 
are in condition for allowance. 

Claim 7 was also rejected in the Final Office Action under 35 U.S.C. § 103(a) over 
Sauer. However, given the direct dependency of Claim 7 from Claim 6, for at least the reasons 
discussed above with respect to Claim 6, Applicants submit that Claim 7 is patentable over Sauer 
and in condition for allowance. 

In view of the foregoing remarks and arguments, Applicants respectfully submit that 
pending Claims 6-12 and 19-28 are allowable, and accordingly, respectfully request 
reconsideration and allowance of these claims. 



Carter, DeLuca, Farrell & Schmidt, LLP 

445 Broad Hollow Road, Suite 420 
Melville, New York 11747 
p: (631) 501-5700 
f: (631) 501-3526. 

Correspondence Address: 

Chief Patent Counsel 
Covidien 

60 Middletown Avenue 
North Haven, CT 06473 




Respectfully submitted, 

/ //'/'/< 



Reg. No.: 62 ; 877 
Attorney for Applicants 
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